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DETAILED ACTION 
Response to Arguments 

1. The Office Action filed on 6-19-06 is vacated because Applicant's arguments, see After 
Final Amendment, filed 9-12-06, with respect to claims 1-5, 8-12, 14-17, 20-23, 35, and 37-39 
have been fully considered and are persuasive. Therefore, the Final Rejection has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection is made. 

2. The response to the After Final Amendment filed 9-12-06 is a Non-Final Office Action 
and is set forth below. Please disregard the Office Action mailed on 9-12-06. 

Claim Objections 

3. Claim 2 is objected to because of the following informalities: Claim 2 recites the 
limitation "said setting step". There is insufficient antecedent basis for this limitation in the 
claim. Appropriate correction is required. 

4. Claim 12 is objected to because of the following informalities: Claim 12 recites the 
limitation "said message". There is insufficient antecedent basis for this limitation in the claim. 
The preamble discloses delivering messages and not delivering a single message. Appropriate 
correction is required. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 1-5, 8, 9, and 10 are rejected under 35 U.S.C. 102(e) as being clearly anticipated 
by U.S. Pat. No. 4,972,461 by Brown et al, hereinafter Brown. 

Regarding claim 1, Brown discloses a method for delivering messages in a network (Fig. 
1) comprising at least one terminal device (Fig. 1 : 163), comprising: 
generating a message; 

setting a condition for receiving said message (col. 8, lines 5-31); 

deciding whether said message is to be received by a terminal device based on said condition; 
transmitting said message to said terminal device based on deciding whether the message is to be 
received (col. 12, line 38 - col. 14, line 44); 

deciding whether the originator of said message is allowed to receive a delivery report (col. 9, 
line 20 - col. 1 0, line 1 8; col. 13, lines 28-44; e.g. valid billing code is entered to receive delivery 
report or notification call is requested for status of delivery); 

and transmitting said delivery report to the originator of said message only when said originator 
of said message is allowed to receive the delivery report (col. 9, line 61 - col. 10, line 18; col. 13, 
lines 28-44); 
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wherein a list of originators of messages which are allowed to receive delivery reports is stored 
in a database (Fig. 1, 123; e.g. service unit (SU)) (e.g. inherently the system must have a record 
of originators that are allowed to receive delivery reports since the system services multiple 
subscribers that can call into the system and send a message and receive delivery status on that 
message, the system must distinguish between the different originators and delivery reports) (col. 
6 5 lines 66-68; col. 8, lines 53-59; col. 9, line 61 - col. 10, line 18; col. 13, lines 28-44). 

Regarding claim 2, the method according to claim 1, wherein Brown further discloses 
said setting step is performed by a terminal device (col. 8, lines 5-31). 

Regarding claim 3, the method according to claim 1, wherein Brown further discloses 
said condition is a location of said terminal device (col. 13, lines 48-55; col. 14, lines 45-53), 

Regarding claim 4, the method according to claim 1, wherein Brown further discloses 
including information regarding said condition in an optional field of said message (col. 11, lines 
18-45; col. 12, lines 20-29). 

Regarding claim 5, the method according to claim 1, wherein Brown further discloses 
determining whether said terminal device is inactive or busy when said condition is not met (col. 
12, lines 38-51). 

Regarding claim 8, the method according to claim 1, wherein Brown flirther discloses 
defining a group of users (e.g. originators with valid billing codes) which are allowed to receive 
delivery reports, wherein whether the originator of said received message is a member of said 
group of users is determined during said deciding step (col. 8, lines 53-59; col. 9, line 61 - col. 
10, line 18; col. 11, lines 3-14). 
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Regarding claim 9, the method according to claim 8, wherein Brown further discloses the 
step of adding a group identifier identifying said group of users to said message (col. 11, lines 
18-45). 

Regarding claim 10, the method of claim 1, wherein Brown further discloses said 
message is a multimedia message (col. 15, lines 62-63). 

7. Claims 12, 14, 20, 21, 23, 35, 37, and 39 are rejected under 35 U.S.C. 102(e) as being 
clearly anticipated by U.S. Pat. No. 6,289,223 by Mukherjee et al, hereinafter Mukherjee. 

Regarding claim 12, Mukherjee discloses a network system for delivering messages in a 
network (Fig. 1), comprising: 

a terminal device (e.g. a service center; Fig. 1,18; Fig. 4, 170) comprising a judging means 
configured to determine whether a delivery report is to be transmitted in response to said 
message (col. 4, lines 17-37; col. 6, lines 13-30; e.g. delivering a report to an authorized 
originator when said message is sent to a recipient), 

a transmitting means configured to transmit said delivery report when said judging means 
determines that said delivery report is to be transmitted (col. 6, lines 21-30), and 
database (e.g. multipoint usergroup database; Fig. 2, 26) having a stored list of originators of 
message is stored (e.g. specified originator list) (Fig. 2), 

which are allowed to receive delivery reports, and which is accessed by said judging means (col. 
4, lines 7-58; col. 5, lines 6-21 ; col. 5, line 66 - col. 6, line 30); and 
a message delivering device comprising a deciding means configured to decide whether a 
message is to be received by said terminal device based on a conditipn (e.g. if the originator is 
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allowed to send a SMS message to a receiving subscriber or receiving group of subscribers) for 
receiving said message (col. 4, lines 7-37; col. 6, lines 21-30), and 

a transmitting means configured to transmit said message to said terminal device based on said 
deciding means determining whether the message is to be received (col. 6, lines 21-30). 

Regarding claim 14, the system of claim 12, wherein Mukherjee further discloses a 
setting means configured to set a condition for receiving a message by said terminal device (col. 
3, line 34 -col. 4, line 58). 

Regarding claim 20, the system of claim 12, wherein Mukherjee further discloses 
a group of users (e.g. specified originator list) permitted to receive delivery reports, and said 
judging means configured to detect whether an originator of said received message is a member 
of said group of users is determined (col. 3, line 46 - col. 4, line 37; col. 6, lines 13-30). 

Regarding claim 21, the system of claim 20, wherein Mukherjee further discloses a group 
identifier identifying said group of users is added to said message (Fig. 2; col. 3, line 46 - col. 4, 
line 37; col. 6, lines 13-30). 

Regarding claim 23, the system of claim 12, wherein Mukherjee further discloses said 
network is a mobile network (Fig. 1) and said terminal device is a mobile terminal device (Fig. 1, 
12) (col. 3, lines 3-33). 

Regarding claim 35, Mukherjee discloses a terminal device (e.g. a service center; Fig. 1, 
18; Fig. 4, 170) for receiving a message for which a condition (col. 3, lines 15-21; col. 4, lines 7- 
44) for receiving said message is set for use in network (Fig. 1 ; Fig. 4), comprising: 
a receiving means configured to receive said message (col. 4, lines 59-66; col. 5, lines 37-43); 
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a judging means configured to determine whether a delivery report is to be transmitted in 
response to said message (e.g. delivering a report to an authorized originator when said message 
is sent to a recipient); and 

a transmitting means configured to transmit said delivery report when said judging means 
determine that said delivery report is to be transmitted (col. 6, lines 21-30); 
a database (e.g. multipoint usergroup database; Fig. 2, 26) having a stored list of originators of 
messages (Fig. 2, 26), which are allowed to receive delivery reports, and which is accessed by 
said judging means (col. 4, lines 7-58; col. 5, lines 6-21; col. 5, line 66 - col. 6, line 30). 

Regarding claim 37, the terminal device of claim 35, wherein Mukherjee further discloses 
said condition is a location of said terminal device (col. 3, lines 15-21; col. 4, lines 7-44). 

Regarding claim 39, the terminal device of claim 35, wherein Mukherjee further discloses 
said network is a mobile network (Fig. 1; Fig. 4) and said terminal device is a mobile terminal 
device (e.g. device connected to a mobile network) (Fig. 1,18; Fig. 4, 170) (col. 3, lines 3-33; 
col. 5, lines 37-65; col. 6, lines 21-30). 

Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Brown, as 
applied to claim 1, in farther view of Mukherjee. 
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Regarding claim 1 1, the method according to claim 1, wherein Brown does not disclose 
said network is a mobile network and said terminal device is a mobile terminal device. 

Mukherjee discloses a method for delivering messages in a network (Fig. 1) comprising 
at least one terminal device (Fig. 1 : 12), comprising (see Abstract; col. 3, line 3 - col. 4, line 37): 
generating a message (col. 2, lines 5-21; col. 4, lines 7-9 and lines 62-66); 
setting a condition for receiving said message (e.g. if the originator is allowed to send a SMS 
message to a receiving subscriber or receiving group of subscribers) (col. 4, lines 7-37); 
deciding whether said message is to be received by a terminal device based on said condition 
(col. 6, lines 21-30); 

transmitting said message to said terminal device based on deciding whether the message is to be 
received (col. 6, lines 21-30); 

deciding whether the originator of said message is allowed to send said message (col. 4, lines 1 7- 
37; col. 6, lines 13-30); 

and transmitting a delivery report to the originator of said message only when said originator of 
said message is allowed to receive the delivery report (e.g. authorized to send a SMS message); 
wherein a list of originators of messages (e.g. specified originator list) (Fig. 2) which are allowed 
to receive delivery reports is stored in a database (e.g. multipoint usergroup database; Fig. 2, 26) 
(col. 4, lines 7-58; col. 5, lines 6-21 ; col. 5, line 66 - col. 6, line 30). 

Wherein Mukherjee further discloses said network is a mobile network (Fig. 1) and said 
terminal device is a mobile terminal device (Fig. 1,12) (col. 3, lines 3-33). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the system of Brown to include said network is a mobile network and said 
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terminal device is a mobile terminal device as taught by Mukherjee. One of ordinary skill in the 
art would have been lead to make such a modification to include sending a message from a 
standard telephone system to a recipient with a mobile terminal device in a mobile network, 
wherein the caller can enter a message recipient's mobile terminal number as the destination of 
the message. 

10. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mukherjee, as 
applied to claim 12, in further view of U.S. Pat. No. 6,1 19,014 by Alperovich et al, hereinafter 
Alperovich. 

Regarding claim 15, the system of claim 12, wherein Mukherjee does not disclose said 
condition is a location of said terminal device. 

Alperovich discloses a system for delivering messages in a network (Figs. 1-4) 
comprising at least one terminal device (Fig. 4: 400, 480), comprising: 
generating a message (e.g. SMS message; Fig. 4, 420) (col. 5, lines 27-30); 
setting a condition (e.g. priority indication, location information) for receiving said message (col. 
4, lines 7-12; col. 5, lines 27-35); 

deciding whether said message is to be received by a terminal device based on said condition 
(e.g. if terminal device is in location area corresponding to the location information then send the 
message); 

transmitting said message to said terminal device (Fig. 4, 400) based on deciding whether the 
message is to be received (e.g. whether the terminal device is in the location area) (col. 5, line 50 
- col. 6, line 3); 
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the originator of said message is allowed to receive a delivery report (e.g. deciding whether the 
message was delivered); and 

transmitting said delivery report to the originator of said message (col. 2, line 20 - col. 3, line 
11). 

Wherein Alperovich further discloses said condition is a location of said terminal device 
(col. 5, line 27 - col. 6, line 3). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the system of Mukherjee to include said condition is a location of said 
terminal device as taught by Alperovich. One of ordinary skill in the art would have been lead to 
make such a modification to include a condition, such as location, that can be set for delivering a 
message to a terminal in order to reduce load on the network since no messages are transmitted 
which are not required and the delivering of the message is dependent on whether the terminal is 
in a particular area to send, for example, advertisements or information regarding a specific area. 
1 1 . Claims 16, 17, and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mukherjee, as applied to claim 12, in further view of U.S. Pat. No. 5,966,663 by Gleason. 

Regarding claim 16, the system of claim 12, wherein Mukherjee said message comprises 
an optional field in which information regarding said condition is included. 

Gleason discloses a system for delivering messages in a network comprising at least one 
terminal device (e.g. cellular telephone; Fig. 1,16) (see Abstract; col. 6, lines 13-28), 
comprising: 
generating a message; 
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setting a condition for receiving said message (col. 10, lines 46-55; col. 12, lines 2-7; col. 24, 
line 66 -col. 25, line 2); 

deciding whether said message is to be received by a terminal device (Fig. 1,16) based on said 
condition (col. 10, lines 58-65); 

transmitting said message to said terminal device based on deciding whether the message is to be 
received (col. 8, line 49 - col. 9, line 6; col. 10, lines 58-65; col. 12, lines 46-57); 
deciding whether the originator of said message is allowed to receive a delivery report (col. 25, 
lines 16-26); and 

transmitting said delivery report to the originator of said message only when said originator of 
said message is allowed to receive the delivery report (col. 12, lines 57-61; col. 20, lines 44-53; 
col. 25, lines 16-26). 

Wherein Gleason further discloses said message comprises an optional field in which 
information regarding said condition is included (col. 20, lines 55-67; col. 24, line 56 - col. 29, 
line 31). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the system of Mukherjee to include information regarding said condition in 
an optional field of said message as taught by Gleason. One of ordinary skill in the art would 
have been lead to make such a modification in order for the optional field that includes the 
condition to be easily detected within the message. 

Regarding claim 17, the system according to claim 12, wherein Mukherjee does not 
disclose wherein said message delivering device further comprises a determining means 
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configured to determine whether said terminal device is not reachable when said deciding means 
decides that said condition is unmet. 

Gleason discloses a system for delivering messages in a network comprising at least one 
terminal device (e.g. cellular telephone; Fig. 1, 16) (see Abstract; col. 6, lines 13-28), 
comprising: 
generating a message; 

setting a condition for receiving said message (col. 10, lines 46-55; col. 12, lines 2-7; col. 24, 
line 66 - col. 25, line 2); 

deciding whether said message is to be received by a terminal device (Fig. 1,16) based on said 
condition (col. 10, lines 58-65); 

transmitting said message to said terminal device based on deciding whether the message is to be 
received (col. 8, line 49 - col. 9, line 6; col. 10, lines 58-65; col. 12, lines 46-57); 
deciding whether the originator of said message is allowed to receive a delivery report (col. 25, 
lines 16-26); and 

transmitting said delivery report to the originator of said message only when said originator of 
said message is allowed to receive the delivery report (col. 12, lines 57-61; col. 20, lines 44-53; 
col. 25, lines 16-26). 

Wherein Gleason further comprises a determining means configured to determine 
whether said terminal device is not reachable when said deciding means decides that said 
condition is unmet (col. 6, lines 16-28; col. 12, lines 54-57; col. 24, line 66 - col. 25, line 2). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the system of Mukherjee to include determining whether said terminal 
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device is inactive or busy when said condition is not met as taught by Gleason. One of ordinary 
skill in the art would have been lead to make such a modification in order to handle delivering 
messages in the same way as if the terminal is not available at the moment, wherein the method 
can omit a special procedure for handling messages which do not meet the condition and it can 
be decided whether delivering of the message should be retried later or whether the message 
should not be delivered at all. 

Regarding claim 22, the system of claim 12, wherein Mukherjee does not disclose said 
message is a multimedia message. 

Gleason discloses a system for delivering messages in a network comprising at least one 
terminal device (e.g. cellular telephone; Fig. 1,16) (see Abstract; col. 6, lines 13-28), 
comprising: 
generating a message; 

setting a condition for receiving said message (col. 10, lines 46-55; col. 12, lines 2-7; col. 24, 
line 66 - col. 25, line 2); 

deciding whether said message is to be received by a terminal device (Fig. 1,16) based on said 
condition (col. 10, lines 58-65); 

transmitting said message to said terminal device based on deciding whether the message is to be 
received (col. 8, line 49 - col. 9, line 6; col. 10, lines 58-65; col. 12, lines 46-57); 
deciding whether the originator of said message is allowed to receive a delivery report (col. 25, 
lines 16-26); and 
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transmitting said delivery report to the originator of said message only when said originator of 
said message is allowed to receive the delivery report (col. 12, lines 57-61; col. 20, lines 44-53; 
col. 25, lines 16-26). 

Wherein Gleason said message is a multimedia message (e.g. a MM can contain all kind 
of messages, like sounds, speech, etc.) (col. 10, lines 28-30; col. 12, lines 4-7; col. 37, lines 54- 
57). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the system of Mukherjee to include said message is a multimedia message 
as taught by Gleason. One of ordinary skill in the art would have been lead to make such a 
modification in order to deliver a variety of messages including pictures, video clips, sounds, 
speech, etc. 

12. Claim 38 rejected under 35 U.S.C. 103(a) as being unpatentable over Mukherjee, as 
applied to claim 35, in further view of Gleason. 

Regarding claim 38, the terminal device of claim 35, wherein Mukherjee does not 
disclose said message is a multimedia message. 

Gleason discloses a terminal device (Fig. 1,10) for receiving a message for which a 
condition for receiving said message is set for use (col. 10, lines 46-55; col. 12, lines 2-7; col. 24, 
line 66 - col. 25, line 2) in network (Fig. 1), comprising: 

a receiving means configured to receive said message (col. 10, line 46 - col. 11, line 10); 
a judging means configured to determine whether a delivery report is to be transmitted in 
response to receiving said message; 
and 



Application/Control Number: 10/089,681 Page 15 

Art Unit: 2614 

a transmitting means configured to transmit said delivery report when said judging means 
determines that said delivery report is to be transmitted (col. 12, lines 46-57; col. 20, lines 44-53; 
col. 25, lines 16-26). 

Wherein Gleason said message is a multimedia message (e.g. a MM can contain all kind 
of messages, like sounds, speech, etc.) (col. 10, lines 28-30; col. 12, lines 4-7; col. 37, lines 54- 
57). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the terminal device of Mukherjee to include said message is a multimedia 
message as taught by Gleason. One of ordinary skill in the art would have been lead to make 
such a modification in order to deliver a variety of messages including pictures, video clips, 
sounds, speech, etc. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. *See PTO-892 Form. 

14. Any response to this action should be mailed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, V A 22313-1450 

Or faxed to: 

(571) 273-8300 (for formal communications intended for entry) 

Or call: 

(571) 272-2600 (for customer service assistance) 
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15. 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Lisa Hashem whose telephone number is (571) 272-7542. The 
examiner can normally be reached on M-F 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. Any inquiry of a general nature or 
relating to the status of this application or proceeding should be directed to the Group 
receptionist whose telephone number is (571) 272-2600. 

16. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

lh 

November 3, 2006 
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